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Office Action Summary 



Application No. 

10/072.354 




Examiner 
Janet Coppins 



Applicant(s) 

KOZLOWSKI ET AL. 



Art Unit 
1625 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communicatlon(s) filed on 15 October 2002 . 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 13 Claim(s) 1-57 is/are pending in the application. 

4a) Of the above claim(s) 20 and 23-27 is/are withdrawn from consideration. 

5) 13 Claim(s) 1-19.21. 22. 28-43. 50. 51. 54. 55. is/are allowed. 

6) 13 Claimfs) 44-49.52.53.56 and 57 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 !)□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAll b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3,n Copies of the certified copies of the priority documents have been received in this National Stage 
applicafion from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) H Aclcnowledgment is made of a daim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translafion of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

4) S Interview Summary (PTO-41 3) Paper No(s). 9 



Notice of References Cited (PTO-892) 



1) 
2) 

3) 1^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 . 



Notice of Draflsperson's Patent Drawing Review {PTO-948) 



5) n Notice of Informal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Tradennarfc Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 1 0 
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DETAILED ACTION 



Claims 1-57 pending in the instant application. 

Information Disclosure Statement 
Receipt is acknowledged of Applicants' Information Disclosure Statement, which papers have 
been reviewed by the Examiner and placed of record in the file. 



1 . Applicant's election with traverse of Group I in Amendment A, Paper No. 7, is 
acknowledged. The traversal is on the grounds that the different inventions do not place a 
serious burden on the Examiner to search, have the same utilities, and have the same two aryl 
rings which are linked together. This is not found persuasive because the inventions are 
independent and distinct, and there is no patentable co-action between the groups and a reference 
anticipating one member will not render another obvious. Each group is directed to art 
recognized divergent subject matter, which require different searching strategies for each group. 
Moreover, the examiner must perform a commercial database search on the subject matter of 
each group in addition to a paper search, which is quite burdensome to the examiner. 

2. However, the Examiner will expand the Restriction Requirement to include all 
compounds according to the formula of Claim 1, wherein and l} are sulfur containing 
(excluding aminosulfonyls) and R"* is non-heterocycUc (i.e. R"^ is H, Ci-Ce alkyl, Ci-Ce alkoxy, 
cycloalkyl, alkenyl, aryl, benzyl, arylNH-, cycloalkylNH-, N(R^)2, orNR^aryl), wherein Y, Rl, Z, 
R2 and the nitrogen atom may form a heterocycloalkyl. Therefore the elected invention now 
consists of combined groups I, VI, XIII, and XVin, including compounds, pharmaceutical 
compositions, and methods of use claims. 



Election/Restrictions 



Application/Control Number: 10/072,354 Page 3 

Art Unit: 1625 

The requirement is deemed proper and is therefore made FINAL. 

3. Accordingly, Claims 20 and 23-27 withdrawn from fiirther consideration, in addition to 
Claims 1-19 and .28-57, in part, wherein L and L are Non-sulfiir containing and R is 
heterocyclic (i.e. heteroaryl, heterocycloalkyl,and heteroarylNH-); pursuant to 37 CFR 1.142(b), 
as being drawn to a non-elected invention, there being no allowable generic or hnking claim. 

A complete reply to the final rejection must include cancellation of non-elected claims and/or 
inventions or other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR l,17(i). 

Specification 

5. The disclosure is objected to because the use of multiple trademarks, i.e. Feldene®, 
Enbrel®, Remicade®, Claritin® etc, have been noted in this application, specifically in page 4 
of the Specification. Trademarks should be capitalized wherever they appear, include a proper 
trademark symbol, and be accompanied by the generic terniinology. 

Although the use of trademarks is permissible in patent appUcations, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. Please see MPEP § 608.0 l(v). 

Claim Rejections - 35 USC § 112 
5. The following is a quotation of the second paragraph of 35 U.S. C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 44-49,52,53,56, and 57 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
appUcant regards as the invention. 

Claims 44-49,52,53,56, and 57 contain trademarks/trade names. Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 U.S.C. 112, second paragraph. 
See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the 
trademark or trade name cannot be used properly to identify any particular material or product. 
A trademark or trade name is used to identify a source of goods, and not the goods themselves. 
Thus, a trademark or trade name does not identify or describe the goods associated with the 
trademark or trade name. In the present case, the trademarks/trade names are used to 
identify/describe pharmaceutical drugs and, accordingly, the identification/description is 
indefinite. 

Allowable Subject Matter 

7. Claims 1-1 9.21 .22.28-43,50,51 ,54, and 55, with the non-elected subject matter withdrawn, 
are objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the hmitations of the base claim and any 
intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet Coppins whose telephone number is 703.308.4422. The 
examiner can normally be reached on M-F 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alan Rotman can be reached on 703.308.4698. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703.746.9037 for regular 
communications and 703.872.9307 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703.308. 1235. 



Janet L. Coppins 
January 14, 2003 




AUN L ROTMAN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



